I hereby certify that this corresponden^Ujif ing delivered by Hanj 
Delivery to: * ^ 

Assistant Commissioner for Patents 
Washington, D.C. 20231 



P ATENT 

* AHorney Dodl No.: 020313-000520US 



On. 



TOWNSEND and TOWNSEJfcJD and CREW LLP 
By: 




RECEIVED 

JAN 0 7 7002 
Technology Center 21 00 



Signature \jit$\\h 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 


Examiner: Unassigned 


JEFFRY J. GRAINGER et al. 


Art Unit: 2161 


Application No. : 09/9 1 9,787 


INFORMATION DISCLOSURE 


Filed: July 31, 2001 


STATEMENT UNDER 37 CFR §1.97 and 


§1.98 


For: COMPUTER IMPLEMENTED 




METHOD OF GENERATING 




INFORMATION DISCLOSURE 




STATEMENTS 





Assistant Commissioner for Patents 
Washington, D.C. 20231 



Sir: 

The references cited on attached form PTO/SB/08A and PTO/SB/08B are being 
called to the attention of the Examiner. Copies of the references are enclosed. It is respectfully 
requested that the cited references be expressly considered during the prosecution of this 
application, and the references be made of record therein and appear among the "references 
cited" on any patent to issue therefrom. 

As provided for by 37 CFR 1.97(g) and (h), no inference should be made that the 
information and references cited are prior art merely because they are in this statement and no 



JEFFRY J. GRAINGER et(P ^ PATENT 

Application No.: 09/919,787 

Applicant believes that no fee is required for submission of this statement, since it 
is being submitted prior to the first Office Action. However, if a fee is required, the 
Commissioner is authorized to deduct such fee from the undersigned's Deposit Account No. 20- 
1430. Please deduct any additional fees from, or credit any overpayment to, the above-noted 
Deposit Account. 

Respectfully submitted, 



ChadR. Walsh 
Reg. No. 43,235 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, 8 th Floor 

San Francisco, California 941 1 1-3834 

Tel: 650-326-2400 

Fax: 650-326-2422 

CRW:km 

PA 3187617 v1 



Please type a pius sign (+) inside this box 



PTO/SB/08B (08-00) 
Approved for use through 10/31/2002. OMB 0651-0031 
U S Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
3re ^tDrespondtoaco0e^ 



+ 



f Substitute for form 1 449B/PTO 


Complete if Known 


INFORMATION DISCLOSURE 


Application Number 


09/919,787 


Filing Date 


July 31,2000 


STATEMENT BY APPLICANT 


First Named Inventor 


Grainger et al. 


Group Art Unit 


2161 


(use as many sheets as necessary) 


Examiner Name 


Unassigned 


V Sheet 13 of 1 


Attorney Docket Number 


02031 3-000520US J 





+ 



•EXAMINER: Initial if reference considered, whetherornot citation is in confo^ with MPEP 609. Draw line through dUtion if no. in conforn,ance 
and not considered. Include copy of this form with next communication to applicant. 

' Unique citation designation number. 2 Applicant is to place a check mark here if English language Translation is attached. 
Burden Hour Statement: This form is estimated to take 2.0 hou r ^ 

Patents, Washington, DC 20231. 
PA 3187617 v1 



Please type a (Jlus sign (+) inside this box 



i 



r 



^ PTO/SB/08B (08-00) -4- 

Approved for use through 10/31/2002. OMB 0651-0031 

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
UrrierthePapervvorkReducto 



Substitute for form 1449B/PTO 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(use as many sheets as necessary) 



Complete if Known 



Application Number 



Filing Date 



First Named Inventor 



Group Art Unit 



Examiner Name 



09/919,787 



July 31, 2000 



Grainger et al. 



2161 



Unassigned 



OECEiV! 



V Sheet [4~ 



of 



Attorney Docket Number | 02031 3-0005 20US jn^j Q 7 ^OZ 



Technology Center 21 00 



FOREIGN PATENT DOCUMENTS 




Examiner 
Initials* 


Cite 
No. 1 


Foreign Patent Document 

„ 3 . 4 Kind Code 5 
Office 3 Number {ifkfJOwn) 


Name of Patentee 
or Applicant of 
Cited Document 


Date of Publication of 
Cited Document 
MM-DD-YYYY 


Pages, Columns, Lines, 
Where Relevant 

Passages or Relevant 
Figures Appear 


T 6 




1. 


WO 


01/08031 


A2 


Morris et al. 


02-01-2001 
















































































OT 


HER PRIOR ART - NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials * 


Cite 
No. 1 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the 
item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


T 2 




32 ~ 


Computer Patent Annuities, "Welcome to CPA" [retrieved on 2001-09-1 1]. Retrieved from the Internet: <URL: 
http://www.cpajersey.com/cpajersey/maincombo.htm> 1 page total. 






33 ^ 


Computer Patent Annuities, IP Management Software Services From CPA" [retrieved on 2001-09-11]. Retrieved 
from the Internet: <URL: http://www.cpajersey.com/cpajersey/mis1.htm> 1 page total. 






»' 


Computer Patent Annuities, "Memotech IP Suite Features" [retrieved on 2001-09-1 1]. Retrieved from the Internet: 
<URL: http://www.cpajersey.com/cpajersey/mis2.htm> 3 pages total. 








Computer Patent Annuities, "Technical Specifications" [retrieved on 2001-09-1 1]. Retrieved from the Internet: <URL: 
http://www.cpajersey.com/cpajersey/mis3.htm> 2 pages total. 






7* 

36 


Computer Patent Annuities, "CPA Direct" retrieved on 2001-09-1 1]. Retrieved from the Internet: <URL: 
http://www.cpajersey.com/cpajersey/welcome.htm> 18 pages total. 






y 


CPI Computer Packages Inc. [retrieved on 2001-09-11]. Retrieved from the Internet: <URL: 
http://www.computerpackages.com/> 1 page total. 






*/ 


CPI Computer Packages Inc., "Products and Services" [retrieved on 2001-09-1 1]. Retrieved from the Internet: <URL: 
http://www.computerpackages.com/products.asp> 1 page total. 






39/ 


' CPI Computer Packages Inc., "Patent System" [retrieved on 2001-09-11]. Retrieved from the Internet: <URL: 
http://www.computerpackages.com/patent.asp> 2 pages total. 






y 


CPI Computer Packages Inc., "Trademark System" [retrieved on 2001-09-1 1 J. Retrieved from the Internet: <URL: 
http://www.computerpackages.com/trademar.asp> 2 pages total. 








CPI Computer Packages Inc., "Patent Annuity Payment Service" [retrieved on 2001-09-11]. Retrieved from the 
Internet: <URL: http://www.computerpackages.com/annuity.asp> 1 page total. 








CPI Computer Packages Inc., "What's New" [retrieved on 2001-09-1 1]. Retrieved from the Internet: <URL: 
I http://www.computerpackages.com/whatsnew.asp> 2 pages total. 





Examiner 




Date 




Signature 




Considered 





+ 



'EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance 
and not considered. Include copy of this form with next communication to applicant. 

1 Unique citation designation number. 2 Applicant is to place a check mark here if English language Translation is attached. 

Burden Hour Statement: This form is estimated to take 2.0 hours to complete. Time will vary depending upon the needs of the > individual case. Any 
comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark 
Office, Washington, DC 20231 . DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for 
Patents, Washington, DC 20231. 
PA 3187617 v1 



Please type a plus sign (+) inside this box 
* 

UrciertePapenaCTkReducto 
Substitute for form 1449B/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 



PTO/SB/08B (08-00) -4- 
Apwoved"foTuse through 10/31/2002. OMB 0651-0031 
U.S. Patent and Trademark Office: l^. D^TM^OTOOMMWCE 



Application Number 


09/919.787 


Filing Date 


JUIV31.2000 rprtrT 


First Named Inventor 


Grainger etal. ' ,U -^C/ 


Group Art Unit 




Examiner Name 





45 



/ 



46, 



47 



Patent Information Services of Computer Packages Inc. [retrieved on 2001-08-1 1]. Retrieved from the .ntemet: 
<URL: http://www.patentinfosetv.com/> 1 page total. 



48 



/ 



49 



EFS Electronic Filing System "Submission Manual ePAVE" United States Patent and Trademark Office [retrieved on 
»01^1 RelnevXm the Internet <Ur ^: http://www.uspto.gov/> 157 pages total. 

intuit Press Release: -E-Hling ox^P^ ^I^™^^™"™*™"*^ 

Fa«;r [retrieved on 2001-07-111. Retrieved from the Internet: <URL: 
^SZ^L ^j^ re | e ases/20O1/01-12c.html> 2 pages total. 



Intuit -Electronic Filing software with ProSeries/1040 and individual vWhjM on 2001-07-11]. Retneved from 
the Internet <URL: http:/W.proseries.corrVefiling/mdex.shtrnl> 2 pages total. 



Intuit TurdoTax Premier for Tax Year 2001" [retrieved on 2001-07-1 1]. Retrieved from the Internet: <URL: 

6 pages tota 



50 



51 



52 



53 



/ 



54 



55 * 



56^ 

7t 



LeoalSta,® Product Solicitation/Brochure entitled "IP Legal Dock Pro Document Management Software for IP Law" 
©^99 LfgalSar®. P.O. Box 415, Williamsviile. NY 14231-0415. 5 pages total 



IPSearchEngine.com [retrieved on 2001-10-1 1]. Retrieved from the Internet: <URL: 
htto://www.ipsearchengine.corrtf1ndex.asp?> 17 pages total. 



IRS "Electronic Services" [retrieved on 2001-07-1 1). Retrieved from the Internet: <URL: 
http 7/www.irs.gov/plain/elect_svsfindex.html> 2 pages total. 



IRS "Electee Se^ices IRS e^ 

<URL: http:/ftvww.irs.gov/plain/elect_svs/efile-ind.html> 2 pages total. 



IRS "Electronic SeMces IRS e-file for Businesses" [retrieved on 2001-07-111. Retrieved from the Internet: <URL: 
http^/www.irs.gov/plain/elect_svs/efile-bus.html> 2 pages total. 



IRS -Electronic Series Approved IRS e-file for Business Providers" [retrieved on 2001-07-11]. Retrieved from the 



PatentWzard, Inc. [retrieved on 2001-24-10]. Retrieved from the internet: <URL: httpV/www.patentw^.con^ 3 

pages total. 



57 



58 



7 



PatentWlzard Inc. "About PatentWlzard* [retrieved on 2001-24-10]. Retrieved from the Internet: <URL: 
http://www.r^tentwizard.(X)nVhtmls/about.htm> 6 pages total. 



PCT Easy "FAQ" [retrieved on 2001-05-1 1]. Retrieved from the Internet: <URL: 
http://pcteasy.wipo.inVen/heipffiaq.htm> 7 pages total. 




7 Ml 



enter2loo 




I Examiner 

[ Signature 

•EXAM.NER:*^ 
amlnot considered. Include copy of this form with next commuracaton to applicant 

' Unique citation designation number. * Applicant is to place a check mark here If English language Transition is attached. 
Burden HourStatement This form is estimated to tate^^ 

Patents. Washington, DC 20231 . 
PA 3187617 v1 



^PfTl jVP PTO/SB/08B (08-00) -L. 

1 Approved for use through 10/31/200Z OMB 0651-0031 

U S Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 

Unte the Pape^o* 



Please type a plus sign (+) inside this box 



Substitute for form 1449B/PTO 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(use as many sheets as necessary) 



V Sheet | 6 



of 



Complete if Known 



Application Number 



Filing Date 



First Named Inventor 



Group Art Unit 



Examiner Name 



Attorney Docket Number 



09/919,787 



July 31,2000 



Grainger et al. 



sea 



2161 



Unassigned 



JAN 0 



IVED 

7 2002 



02031 3-000520US 



jecnnoiogy Center 2100 



OTHFR PRIOR ART - NON PATENT LITERATURE DOCUMENTS 




Examiner 


Cite 

Mn 1 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropnate), title of the 
item (book, magazine, journal, serial, symposium, catalog, etc.). date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


f' 




«' 


PerfectLaw Software "About the Company* [retrieved on 20014)5-1 1], Retrieved from the Internet <URL: 
httrv//u/uAA/ npffectiaw com/about the. htm > 2 pases total. 






60 ^ 


^ PerfectLaw Software "DocPro" [retrieved on 2001-05-1 1]. Retrieved from the Internet <URL: 

httrv/ZuAAAw no rfprtlaw fYim/docoro htm> 8 D3Q6S total. 






j 


PerfectLaw Software 'Front Office Software" [retrieved on 2001-05-1 1]. Retrieved from the Internet: <URL: 

hHrWKuuAAj ruarfo/~tla\A/ m m /f m n toff htm> 2 D3Q6S totsl. 
niip.//WWW. [JCl ICV^UcJW.VAJI 1 u II Ul IIVI l.l lull" fcyayea »wm*i. 








PerfectLaw Software "Back Office Software" [retrieved on 2001-05-1 1]. Retrieved from the Internet <URL: 
httrv/AAAA/uf nprfertlaw com/Backoff htm> 1 Daoes total. 






63 ^ 


PerfectLaw Software "Case & Matter Management Docket Scheduling" [retrieved on 2001-05-1 1], Retrieved from 
the Internet: <URL: http://www.perfectiaw.com/dCKdtetsch> 2 pages total. 






if 

j 


PerfectLaw Software 'Case & Matter Management Documents Processing" [retrieved on 2001 -05-1 1 ]. Retrieved 
from the Internet <URL: http://www.perfectlaw.com/docprocessing.htm> 1 page total. 






— -f- 

65/ 


PerfectLaw Software "Case & Matter Management Custom Information Fields" [retrieved on 2001-05-1 1]. Retrieved 
from the Internet <URL: http://www.perfectlaw.com/customtabs.htm> 1 page total. 






66 / 


PerfectLaw Software "Scheduling and Time Management Reminders and Alarms" [retrieved on 2001-05-11]. 
Retrieved from the Internet <URL: http://www.perfectlaw.com/reminders.htm> 3 pages total. 






67 / 


PerfectLaw Software "Scheduling and Time Management Printing daily/weekly/monthly calendars" [retrieved on 
2001-05-1 1]. Retrieved from the Internet <URL: http://www. perfectlaw.com/printing. htm> 2 pages total. 






66^ 


-Legal Automation Newsletter" Vol. 20, Issue 1, Executive Data Systems, Inc., 2100 Ponce de Leon Blvd., Suite 
1200, Coral Gabels, FL 33134, pp. 1-6. 






69 j 


"Legal Automation News" Issue 19.1, Executive Data Systems, Inc., 2100 Ponce de Leon Blvd., Suite 1200, Coral 
Gabels, FL 33134, pp. 1-4. 





























(Examiner 




Date 


i 


[signature 




Considered 





+ 



bAAMINLK initial it reierence consiuereu, wiwuwi w»mw.. ... ™ — " " 

and not considered. Include copy of this form with next communication to applicant 

1 Unique citation designation number. 2 Applicant is to place a check mark here if English language Translation is attached. 

Burden Hour Statement This form is estimated to take 2.0 hours to complete Time will yary uspSS^ ^ema* 

comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer U.S Patent and Trademark 
oXE^^ DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Comm.ss.oner for 

Patents, Washington, DC 20231 . 
PA 3187617 v1 



